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The parties have submitted a settlenent agreenent for
the Board s approval. The settlenent agreenent provides for
the i ssuance of a concurrent use registration to applicant
geographically restricted to the Regions of the United
States |located in: (a) the Muntain, Pacific, Al aska,
Hawai i - Al euti an, and Sanpa standard tinme zones; (b) the
State of Texas; and (c) the State of Illinois, except as
provided in a “sub-licensing” provision in the settl enent
agreenent. The settlenment agreenent further provides for
t he amendnent of registrant’s registration to geographically
restrict it to the Regions of the United States |ocated in:
(a) the Atlantic standard tinme zone; (b) the Eastern
standard time zone, including the State of Florida, except
as provided in a “sub-licensing” provision in the settl enent

agreenent; and (c) the Central standard tinme zone, except



(i) the State of Texas, and (ii) the State of Illinois,
except as provided in a “sub-licensing” provision within the
settl enent agreenent.?!

Wth regard to the “sub-1licensing” provisions, the
settl ement agreenent provides that registrant wll grant
applicant a “sub-license” to use the mark in Florida, while
reserving registrant’s right to use the mark within that
state. Simlarly, the settlenment agreenent provides that
applicant will grant registrant a “sub-license” to use the
mark in Illinois, while reserving applicant’s right to use
the mark within that state.

The “sub-licensing” terns of the agreenent do not
appear to support a finding of no Iikelihood of confusion
because, for exanple, the wording in paragraphs 3 and 4
permts each party to use the mark under “sub-license” from
the other party in states which otherwise fall in the other
party’ s geographic territory. In other words, this is not a
| i censi ng agreenent, but rather registrant’s consent to
applicant’s use of the mark in registrant’s territory, and
applicant’s consent to registrant’s use of the mark in
applicant’s territory. The use of identical marks for
identical services within certain states envisioned by the

| i censing provisions |likely would not avoid confusion.

! The Board interprets the agreement as providing for the geographic restriction of Registration No.
2348945.



In addition, although the agreenent includes quality
control provisions relating to the products produced and
services rendered by each party, and the advertising and
pronoti onal materials bearing the mark for the purpose of
ascertaining or determ ning conpliance with those quality
provi sions, the agreenent is silent on the actions the
parties intend to take to prevent |ikelihood of confusion
anong consuners, including the restriction of each party’s
advertising to its own geographic territories.

The parties are allowed until TH RTY DAYS fromthe
mailing date of this order to file a settlenment agreenent
t hat addresses the above-noted deficiencies.

This proceeding is otherw se suspended.




